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Week  Five:  October  7,  1997 

Selecting  a  Trade-mark  (continued) 


Functionality 

Pizza  Pizza  Ltd,  v.  Canada  (Registrar  of  Trade-marks)  248 

Remington  Rand  Corp.  v.  Philips  Electronics  N.V.  255 

Sega  Enterprises,  Ltd,  v.  Accolade,  Inc,  258 

Ethan  Horwitz,  “US:  Functionality  versus  Distinctiveness”  (1993)  264 


Living  Individuals  (or  Recently  Dead  Ones) 


Cooper  v.  Mark’s  Work  Wearhouse  Ltd,  268 

Jerome  Alexander  Cosmetics  Inc,  v.  Giovanni  Management  Canada  Ltd.  271 

Jean  Cacherel  v.  Reitmans  273 

Baron  Philippe  de  Rothschild  v.  Casa  de  Habana  Inc,  277 

Nel  Newton,  “Memory  and  Misrepresentation:  Representing  Crazy  Horse”  (1997)  280 


Obscene  or  Immoral 

Rosemary  Coombe,  Cultural  Appropriations  (1997)  (excerpts)  294 

Paul  Loving,  “Native  American  Team  Names  in  Athletics:  It’s  Time  to  Trade  these  Marks”  (1992)  312 

Kimberley  Pace,  “The  Washington  Redskins  Case  and  the  Doctrine  of  Disparagement:  How  329 


Politically  Correct  Must  a  Trademark  Be?”  (1994) 

Miss  Universe,  Inc,  v.  Bohna  342 

Primarily  Merely  Name  or  Surname 

Gerard  Horn  Investments  Ltd,  v.  Canada  (Registrar  of  Trade-marks)  345 

Juneau  v.  Les  Chutes  Corp,  358 

Procter  &  Gamble  Inc,  v.  Nabisco  Bran.ds_L.td.  361 

Nationwide  Manufacturing  Ltd,  v.  Robert  Morse  Appliances  Ltd,  364 

McDonald’s  Corp.  v.  Coffee  Hut  Stores  Ltd 


470 


Acquired  or  Secondary  Meaning 

Canadian  Shredded  Wheat  Co.  Ltd,  v.  Kellog  Co.  of  Canada  Ltd,  367 

Carling  Breweries  Ltd,  v.  Malson .Companies  Ltd,  369 

Nicholas  Fvfe,  “Intellectual  Property  Seminar  —  Trade-mark  Law  Distinctiveness”  (1993)  374 

Janet  Fuhrer,  “Evidence  Required  to  Obtain  and  to  Maintain  Certain  Trade-mark  Registrations”  381 

(1997) 

Week  Six:  October  14,  1997 

Opposing  the  Registration  of  a  Mark 

Donna  White,  “Third  Party  Objections  to  Registration:  An  Overview  of  Opposition  Procedure”  393 

(199S) 

Brian  Gray,  “Oppositions  and  Post-Registration  Attacks”  (1993)  407 

Confusing  with  a  Registered  Trade-mark 

Benson  &  Fledges  (Canada)  Ltd,  v.  St.  Regis  Tobacco  Corp,  412 

Molson  Companies  Ltd,  v.  John  Labatt  Ltd,  418 

Gigi  Inc,  v.  Bigi  (Can.)  Ltd.  422 

Leaf  Confections  Ltd,  v.  Maple  Leaf  Gardens  Ltd,  429 

Leaf  Confections  Ltd,  v.  Maple  Leaf  Gardens  Ltd.  440 

Kellog  Salada  Canada  Inc,  v.  Maximum  Nutrition  Ltd.  441 

Work  Wear  Corp,  v.  Triple  G.  Manufacturing  Inc,  446 

Work  Wear  Corp.  v.  Triple  G.  Manufacturing  Inc.  449 

Henkel  Kommanditgesellschaft  auf  Aktien  v.  Super  Dragon  Import  Export Jnc  455 

Nabisco  Brands  Ltd,  v.  Mr.  Crispy’s  Inc,  459 

Helene  Curtis  Ltd,  v.  Revlon  (Suisse)  S.A.  462 

McDonald’s  Corp,  v.  Coffee  Hut  Stores  Ltd,  465 

McDonald’s  Corp,  v.  Coffee  Hut  Stores  Ltd.  470 

Les  Vins  La  Salle  Inc,  v.  Les  Vignobles  Chantecler  Ltee.  483 

Charles  of  the  Ritz  Group  Ltd,  v.  C  and  W  Garments  (Canada)  Ltd.  486 

Spacemaker  Ltd,  v.  Plan  Hold  Canada  Inc.  490 


494 


Not  Person  Entitled:  Use  and  Proposed  Use 

Lm  Trading  Co,  Ltd,  v.  CBM  Kabushiki  Kaisha 
McCabe  v.  Yamamoto  &  Co.  (America)  Inc.  499 

Brown  Group.  Inc,  v.  St.  Thomas  Marketing  Inc,  5 1  3 

Daniel  Bereskin,  “Trade-mark  Use”  (1993)  514 

Week  Seven:  October  21,  1997 

Trade-mark  Management  and  Licensing 


Monitoring 

Rosemary  Coombe,  Cultural  Appropriations  (1997)  (excerpt)  522 

Don  Sellar,  “No  One  Owns  Our  Language”  (1997)  525 

Advertisements  and  Clipping  Services  526 

Donna  White,  “Proper  Trade-mark  Use  and  Marking”  (1995)  528 


Licensing 


Trade-marks  Act.  R.S.C.  1985  c.  T-13,  ss.  23(2),  50 
Breck’s  Sporting  Goods  Co.  v.  Madger 

Heintzman  v.  751056  Ontario  Ltd. 

Donna  White,  “Licensing”  (1995) 

MCI  Communications  Corp,  v.  MCI  Multinet  Communications  Inc, 

Pierre  Dubois,  “Three  Years  Later:  Canada  and  trade-mark  Licensmg  -  A  Step  Backwards?”  (1996) 
Frank  Zaid,  “Licensing  Intellectual  Property  Rights”  (1995) 


530 

531 
535 
542 
544 
550 
555 


Expungement  Proceedings 

Trade-marks  Act.  R.S.C.  1985,  c.  T-13,  ss.  46(3),  43,  44,  45(3)  595 

David  Clarke,  “On  Trade-marks  Becoming  Invalid”  (1993)  596 


610 


No  Longer  Distinctive 

Umtel  Communications  v.  Bell  Canada 

Aladdin  Industries  Inc,  v.  Canadian  Thermos  Products  Ltd, 


615 


619 


Non-Use  of  Mark 

Brad  Limpert,  “Proving  Use  of  a  Trade-mark  in  Summary  Expungement  Proceedings”  (1997) 

Playboy  Enterprises  Inc,  v.  Germain  (No.  2)  632 

Barlow.  Menard  &  Associates  v.  Benson  &  Hedges  (Canada)  Inc.  637 

McCain  Foods  Ltd,  v.  Chef  America  Inc.  640 

Adams  v.  Societe  des  Produits  Nestle  S.A.  643 

National  Sea  Products  Ltd,  v.  Scott  &  Aylen  645 

Ports  International  Ltd,  v.  Registrar  of  Trade  Marks  et  al.  650 

Beiersdorf  AG  v.  Bectonf  Dickinson  &  Co.  652 

Lang,  Michener,  Lash,  Johnston  v.  Boulangene  A.  &  R.  Belanger  Inc.  654 

Lander  Co.  Canada  Ltd,  v.  Alex  E.  Macrae  &  Co.  655 

Humpty  Dumpty  Foods  Ltd,  v.  CPG  Products  Corp,  657 

Week  Eight:  October  28,  1997 

Infringement 

Confusing  Usage 

Pepsi-Cola  Co.  of  Canada  v.  Coca-Cola  Co.  of  Canada  663 

Mr.  Submarine  Ltd,  v.  Amandista  Investments  Ltd.  667 

Polanod  Corp,  v.  Polarad  Electronics  Corp.  677 

Sega  Enterprises,  Ltd,  v.  Accolade,  Inc.  679 

Bona  Fide  Use  Defence 

Trade-marks  Act,  R.S.C.  1985,  c.  T-13,  s.  20  683 

Bagagerie  SA  v.  Bagagerie  Willy  Ltee  684 

National  Hockey  League  v.  Pepsi-Cola  Canada  Ltd.  695 

Concurrent  Usage 

William  Hayhurst,  “What  is  a  Trade-mark?  The  Development  of  Trade-mark  Law”  (1993)  699 

Trade-marks  Act,  R.S.C.  1985,  c.  T-13,  s.  21  701 

Kavser-Roth  Canada  (1969)  Ltd,  v.  Fascination  Lingerie  Inc 


702 


Comparative  Advertising 

Clairol  International  Corp.  v.  Thomas  Supply  and  Equipment  Company  Ltd, 
Eve  Masters  Ltd,  v.  Ross  King  Holdings  Ltd. 

v.  A.  &  B.  Sound  Ltd, 


710 

719 

721 


Purely  Nominative  Use? 

New  Kids  on  the  Block  726 


